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and Investment Partnership > @ A TTIP) # 5 2 WA @ &P 2k % > ¥ 3
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http://www.tradelaw.nccu.edu.tw/epaper/no153/1.pdf (& {3 FfFp 2014 £ 6 * 4 p )

2 « 4. Important elements in the ongoing TTIP negotiations, Regulation...At the first stocktaking in
February 2014 EU Trade Commissioner Karel De Gucht raised a number of important points in the
area of regulation where the EU would like to see progress in the negotiations: ...the guarantee that
particular foodstuffs or beverages from a specific place in Europe are the only products allowed to be
sold in the US under their respective names (geographical indications or 'GI's')....” European
Commission, The Transatlantic Trade and Investment Partnership (TTIP) TTIP explained, ,May. 8,
2014, available at http://trade.ec.europa.eu/doclib/html/152462.htm (last visited June 4, 2014).

¥ 2014 Special 301 Report, USTR, Apr., 2014, available at
http://www.ustr.gov/sites/default/files/USTR%202014%20Special%20301%20Report%20to%20Congr
€ss%20FINAL.pdf

YATT R ERARE 2B % # 2L - http://www.nmpf.org/files/HouseDairy T TIPLetter.pdf (last visited
Jun. 4, 2014).

®> Froman Pledges To Oppose EU Efforts To Protect Food Names As Gls, INSIDE U.S. TRADE, May. 13,

2014.
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2% 2iFes 2 TE & (trademarks) Wr‘?hfé‘ EIRFRZF 45V
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® Supra note 4.

7« The United States Patent and Trademark Office (USPTO) does not have a special register for GIs
in the United States. The United States has protected marks that are geographical indications through
the trademark system for decades, ...“ THE UNITED STATES PATENT AND TRADEMARK OFFICE,
FREQUENTLY ASKED QUESTIONS, available at
http://www.uspto.gov/ip/global/geographical/fag/#heading-2 (last visited June 6, 2014).

S L F B PASHERFHMEEZAT R SRS LESFT LG
7.6-2003 %6 " o

° 1d.

10" Agreement on Trade-Related Aspects of Intellectual Property Rights, art.22.1: “Geographical
indications are, for the purposes of this Agreement, indications which identify a good as originating in
the territory of a Member, or a region or locality in that territory, where a given quality, reputation or
other characteristic of the good is essentially attributable to its geographical origin.”

1 15 U.S.C. § 1052(e)(2):  when used on or in connection with the goods of the applicant is primarily
geographically descriptive of them, except as indications of regional origin may be registrable under
section 1054 of this title,”

2 15 U.S.C. § 1052(e)(3): ” when used on or in connection with the goods of the applicant is primarily
geographically deceptively misdescriptive of them,”

S
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3« A term used in the manner of a trademark that conveys to the consumer a geographical connotation
primarily or immediately. If the consumer is likely to believe that the underlying goods or services in
fact come from that location, and that location is in fact the geographic origin of the underlying goods
or services, then the mark is primarily geographically descriptive,...” Primarily geographically
descriptive, MARKLAW.COM, available at
http://www.marklaw.com/index.php?option=com_content&view=article&id=232:primarily-geographic
ally-descriptive&catid=37:p&Itemid=16 (last visited Jun. 6, 2014).
1 «If a geographic term is used in such a way as to identify the source of the goods/services and, over
time, consumers start to recognize it as identifying a particular company or manufacturer or group of
producers, the geographic term no longer describes only where the goods/services come from, it also
describes the "source" of the goods/services. We say that the term has "secondary meaning" or
"acquired distinctiveness." The primary meaning to consumers is the geographic place, whereas the
secondary meaning to consumers is the producing or manufacturing source. If a descriptive term has
""secondary meaning" to consumers, the term has a source-identifying capacity and is protectable as a
trademark.” THE UNITED STATES PATENT AND TRADEMARK OFFICE, FREQUENTLY ASKED QUESTIONS,
available at http://www.uspto.gov/ip/global/geographical/fag/#heading-2 (last visited Jun. 6, 2014).
® “Therefore, a geographical name may be registered as a certification mark even though it may
otherwise be primarily geographically descriptive and hence unregistrable as a trademark in the
absence of secondary meaning.” THE UNITED STATES PATENT AND TRADEMARK OFFICE, FREQUENTLY
ASKED QUESTIONS, available at http://www.uspto.gov/ip/global/geographical/fag/#heading-2 (last
visited Jun. 6, 2014).
18 Geographical Indication Protection in the United States, THE UNITED STATES PATENT AND
TRADEMARK OFFICE, FREQUENTLY ASKED QUESTIONS available at
http://www.uspto.gov/web/offices/dcom/olia/globalip/pdf/gi_system.pdf (last visited Jun. 6, 2014).
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v 20 p % 510/2006 B TR A S s BHEEF IR AY LR E, P
(COUNCIL REGULATION (EC) No 510/2006 of 20 March 2006 on the protection
of geographical indications and designations of origin for agricultural products and
foodstuffs » r2 = #§ £ 510/2006 LR ), - H n’-’iﬂg TATREZ R - - 5
L7 (geographical indications) #; - % }ag .z 4 (designation of origin)
oﬁﬁaﬁaﬁbﬁﬁmm&é/rﬁ%@%’ﬁiﬁﬁé%%:%ﬂﬁﬁ@
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15 U.S.C. § 1064: " A petition to cancel a registration of a mark,...(3) At any time if the registered
mark becomes the generic name for the goods or services....”.
8 15U.S.C. § 1064(3): ”...A registered mark shall not be deemed to be the generic name of goods or
services solely because such mark is also used as a name of or to identify a unique product or service.
The primary significance of the registered mark to the relevant public rather than purchaser motivation
shall be the test for determining whether the registered mark has become the generic name of goods or
services on or in connection with which it has been used.”
v SRk PR EARE T LR AR T R F R 05 % 10 0 T 206-207 0 2008 #
ERCHPFFL D RER > LA RPHE TR AR 0 F 152007 £ o

2! Regulation (EC) No 510/2006, of the European Parliament and of the Council of 20 March 2006 on
the protection of geographical indications and designations of origin for agricultural products and
foodstuffs, 2006 O.J. (L 93) 12, available at
?zttp://eur-Iex.europa.eu/IegaI-content/EN/TXT/?qid:1402009751517&uri:CELEX:32006R0510.
T
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24 Id

% d.

%« The Court of Justice of the EU (CJEU), having been asked several times to rule on the
interpretation of ‘generic’ has developed a set of factors to be applied to its assessment in such
cases ....” TOSHIKO TAKENAKA, INTELLECTUAL PROPERTY IN COMMON LAW AND CIVIL LAW 268
(2013).

’ “To that end, in April 1994 the Commission arranged for a Eurobarometer survey of 12800 nationals
of the 12 Member States which were then members of the European Community. To justify recourse to
that survey, the Commission relied on the consideration that the basic regulation 'requires for the
purpose of declaring a name to be generic that it has become the common name for a product, in other
words that it designates the product as such without involving, in the view of the public, any reference
to the geographical origin of the product'.” Kingdom of Denmark, Federal Republic of Germany and
French Republic v. Commission of the European Communities, CJEU Jointed Cases No. C-289/96,
C-293/96 & C-299/96, Judgment of the Court, 1 36 (Mar. 16, 1999).

28« the Commission must take account, as is expressly required by Article 7(5)(b) of the basic
regulation, of ‘traditional fair practice and of the actual likelihood of confusion.n Id, 1 94.
% sypra Note 21.
% Commission Regulation (EC) No. 1898/2006 of 14 December 2006 laying down detailed rules of
implementation of Council Regulation (EC) No. 510/2006 on the protection of geographical indications
and designations of origin for agricultural products and foodstuffs, 2006 O.J. (L 369) 1, available at
http://eur-lex.europa.eu/legal-content/en/ALL/?uri=CELEX:32006R1898
% Supra Note 21.
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% «__However, unlike trademark law, once registered a PDO or PGI is protected from becoming

generic....” Supra Note 26; ¥ ¢ 7] 510/2006 £_d 2081/92 %El’i‘ B gk BP9t T mgant
FPEREELY hiE2 T A BT F 43 2081/92 2 A 2 4p B fE R v At (T 5 %4 1. The
EU prohibition on the registration of generic names only applies to the initial registration process,
however. Once protected, "Names may not become generic."14 This is a significant rule. Never again
shall a geographical indication like "Pilsner" become a widely used common name for a product. Even
if 99 percent of European consumers come to believe that Feta is a common name, the Greek producers
who registered the designation of origin will retain their rights under 2081/92. This is a striking
departure from US law, where changed consumer perception can remove the rights of any mark
holder....” EU and US: Opposing Views of Geographic Indications of Origin, Fish & Richardson P.C.,
Mar. 5, 2010, available at http://www.fr.com/TrademarkThoughtsFall2008/ (last visited Jun. 9, 2014);
“...Arecurrent objection is that the proposed denomination is a generic term for the product in question:
generic names cannot be registered but, once registered, the denominations are protected from
genericisation. Hence Cheddar cheese was deemed to be a generic name, but the PDO "West Country
farmhouse Cheddar cheese" was allowed. Feta was deemed not to have become generic, and was
registered as a PDO to the disappointment of cheesemakers outside of Greece....” Geographical
indications and traditional specialities in the European Union, Wikipedia, available at
http://en.wikipedia.org/wiki/Geographical_indications_and_traditional_specialities_in_the_European_
Union#cite_note-5 (last visited Jun. 9, 2014).
¥ Commission Regulation (EC) No 2527/98, of 25 November 1998 supplementing the Annex to
Regulation (EC) No 2301/97 on the entry of certain names in the ‘Register of certificates of specific
character' provided for in Council Regulation (EEC) No 2082/92 on certificates of specific character
for agricultural products and foodstuffs, 1998 O.J. (L 317) 16.
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% Supra Note 4.
22

BUK P 2 e B PR A B A H G TR T FE P



